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DETAILED ACTION 

1 . This Office Action is in response to the Remarks filed on February 16, 2010 and May 4, 
2010 and the claim set filed on May 4, 2010. 

Claim Objections 

2. Claim 14 is objected to because of the following informalities: Claim 14, line 42: "the 
detection signal" should be ~a detection signal--. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 14, 15, 17, and 20-25 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 14, lines 43+ recite the limitation "wherein the operation unit: performs a 
subtraction operation between the signal that is photoelectrically converted from the light 
received by the plurality of second light receiving regions that receive the third and fourth 
diffracted beams and unnecessary light reflected by the one or more of the plurality of first 
information medium recording layers other than the recording layer that is a recording or 
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reproducing object and the signal that is photoelectrically converted from the light received by 
the plurality of first light receiving regions that receive unnecessary light scattering over the 
substrate including the plurality of first and second light receiving regions reflected by the one or 
more of the plurality of first information medium recording layers other than the recording layer 
that is the recording or reproducing object, . . . when the one wavelength is the second 
wavelength" (emphasis added, hereinafter referred to as limitation (a)). 

Claim 14, lines 6 and 16-19 recite the limitation "a hologram element to diffract . . . third 
and fourth sub-beams of the second wavelength that are reflected by the single recording layer of 
the second information recording medium ... during recording or reproducing information to or 
from the second in formation recording medium " (emphasis added, hereinafter referred to as 
limitation (b)). 

Claim 14, line 53 recites the limitation "removes a signal component representative of 
the unnecessary light from the signal that is photoelectrically converted from the light received 
by the plurality of second light receiving regions . . . when the one wavelength is the second 
wavelength (emphasis added, hereinafter referred to as limitation (c)). 

Limitations (a) and (b), when read in light of each other, claim that "third and fourth 
diffracted beams" "from the second information recording medium" are present at the same time 
that the unnecessary light reflected from the "first information medium" is present. In other 
words, limitations (a) and (b), when read in light of each other, claim that the "first information 
medium" and the "second information recording medium" are used simultaneously by the optical 
device. However, the applicant's disclosure discloses a "first-type optical disc 201" flf 0058) and 
a "second-type optical disc 201" flf 0061), where the use of the same reference numeral "201" 
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for both discs suggests, inter alia, that only one of the two types of discs is used at one time by 
the optical device and thus that the two types of discs are not simultaneously used by the optical 
device. Therefore, the applicant's disclosure does not provide support for such a claim of a 
plurality of recording mediums being simultaneously used and does not provide support for light 
relating to two recording mediums being simultaneously present and therefore the applicant does 
not have possession of the claimed invention. No new matter should be added. 

Limitations (a) and (c), when read in light of each other, claim that "a signal component 
representative of the unnecessary light [reflected from the first information medium]" is removed 
"when the one wavelength is the second wavelength". In other words, unnecessary light from the 
first information medium is removed from light from the second information recording medium. 
The applicant's disclosure does not provide support for such a claim of light from one type of 
recording medium being removed from light of the other type of recording medium, the reasons 
being similar to those, inter alia, that were applied to limitations (a) and (b) above. Therefore, 
the applicant does not have possession of the claimed invention. No new matter should be 
added. 

Dependent claims are rejected for including the language of rejected base claims. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 14, 15, 17, and 20-25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 14, lines 20-21 recites the limitation "the first and second diffracted beams that 
are diffracted from the first and second sub-beams by the hologram element". This limitation 
can be interpreted in two ways: 

(a) The limitation can be interpreted to mean that the first diffracted beam is 
diffracted from the first sub-beam and that the second diffracted beam is diffracted from 
the second sub-beam. In this case, if the first diffracted beam is meant to be a beam that 
is diffracted solely from the first sub-beam and not at all from the second sub-beam, then 
the limitation is vague and indefinite because such a relation between the first diffracted 
beam and the first sub-beam is not made clear in the limitation. Likewise, if the second 
diffracted beam is meant to be a beam that is diffracted solely from the second sub-beam 
and not at all from the first sub-beam, then the limitation is vague and indefinite because 
such a relation between the second diffracted beam and the second sub-beam is not made 
clear in the limitation. If this is the interpretation intended by the applicant, then it is 
suggested that the word "respectively" or a similar word be used in the limitation in order 
to make the relationships clear. 

(b) The limitation can be interpreted to mean that the first and second diffracted 
beams are each diffracted from a combination of the first and second sub-beams. In this 
case, if the first and second diffracted beams are meant to be beams that are diffracted 
from a combination of the first and second sub-beams, then there is insufficient 
antecedent basis for the limitation "the first and second diffracted beams" because, while 
claim 14, lines 6 and 10 recites "a hologram element to diffract ... first and second sub- 



Application/Control Number: 10/589,622 Page 6 

Art Unit: 2627 

beams", it was not previously introduced that "the first and second diffracted beams" are 

diffracted from a combination of the first and second sub-beams. 
In addition, Claim 14, lines 23-24 recites the limitation "the third and fourth diffracted beams 
that are diffracted from the third and fourth sub-beams by the hologram element" which is 
similar to the limitation of lines 20-21 cited above and is rejected using the same reasoning that 
is applied to the limitation of lines 20-21 above. 

Claim 14, lines 43+ recite the limitation "wherein the operation unit: performs a 
subtraction operation between the signal that is photoelcctrically converted from the light 
received by the plurality of second light receiving regions that receive the third and fourth 
diffracted beams and unnecessary light reflected by the one or more of the plurality of first 
information medium recording layers other than the recording layer that is a recording or 
reproducing object and the signal that is photoelectrically converted from the light received by 
the plurality of first light receiving regions that receive unnecessary light scattering over the 
substrate including the plurality of first and second light receiving regions reflected by the one or 
more of the plurality of first information medium recording layers other than the recording layer 
that is the recording or reproducing object, . . . when the one wavelength is the second 
wavelength" (emphasis added, hereinafter referred to as limitation (a)). 

Claim 14, lines 6 and 16-19 recite the limitation "a hologram element to diffract . . . third 
and fourth sub-beams of the second wavelength that are reflected by the single recording layer of 
the second information recording medium ... during recording or reproducing information to or 
from the second information recording medium " (emphasis added, hereinafter referred to as 
limitation (b)). 
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Claim 14, line 53 recites the limitation "removes a signal component representative of 
the unnecessary light from the signal that is photoelectrically converted from the light received 
by the plurality of second light receiving regions . . . when the one wavelength is the second 
wavelength (emphasis added, hereinafter referred to as limitation (c)). 

Limitations (a) and (b), when read in light of each other, claim that "third and fourth 
diffracted beams" "from the second information recording medium" are present at the same time 
that the unnecessary light reflected from the "first information medium" is present. In other 
words, limitations (a) and (b), when read in light of each other, claim that the "first information 
medium" and the "second information recording medium" are used simultaneously by the optical 
device. However, the applicant's disclosure discloses a "first-type optical disc 201" flf 0058) and 
a "second-type optical disc 201" fl| 0061), where the use of the same reference numeral "201" 
for both discs suggests, inter alia, that only one of the two types of discs is used at one time by 
the optical device and thus that the two types of discs are not simultaneously used by the optical 
device. Therefore, when read in light of the applicant's disclosure, this limitation is 
misdescriptive of the applicant's invention and does not distinctly claim the applicant's invention. 

Limitations (a) and (c), when read in light of each other, claim that "a signal component 
representative of the unnecessary light [reflected from the first information medium]" is removed 
"when the one wavelength is the second wavelength". In other words, unnecessary light from the 
first information medium is removed from light from the second information recording medium. 
The applicant's disclosure does not provide support for such a claim of light from one type of 
recording medium being removed from light of the other type of recording medium, the reasons 
being similar to those, inter alia, that were applied to limitations (a) and (b) above. Therefore, 
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when read in light of the applicant's disclosure, this limitation is misdescriptive of the applicant's 
invention and does not distinctly claim the applicant's invention. 

Dependent claims are rejected for including the language of rejected base claims. 

Allowable Subject Matter 

7. Claims 14, 15, 17, and 20-25 would be allowable if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 1 12, 1st paragraph and 35 U.S.C. 1 12, 2nd paragraph, set forth 
in this Office action. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark L. Fischer whose telephone number is (571) 270-3549. 
The examiner can normally be reached on Monday-Friday from 9:00AM to 6:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa Thi Nguyen can be reached on (571) 272-7579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/HOA T NGUYEN/ /Mark L Fischer/ 

Supervisory Patent Examiner, Art Unit 2627 Examiner, Art Unit 2627 



